
Department of Energy
Washington, DC 20585

DATE: May 21,2008

SUBJECT: Fonnat of Petition for Advance Waiver of Patent Rights

The attached document sets forth the fonnat to be used by field patent counsel for a Petition for
an Advance Waiver of Patent Rights under 10 CFR 784.
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Paul A GotiIi b
Assistant General Counsel for Technology Transfer and
Intellectual Property

1

* Printed with soy ink on recycled paper



UNITED STATES DEPARTMENT OF ENERGY

PETITION FOR ADVANCE WAIVER OF PATENT
RIGHTS UNDER 10 C.F.R. PART 784

DOE WAIVER NO.
(To be supplied by DOE)

Notice: If you need help in completin9..1hisform. contact t~atent Counsel
assisting the activity that is issuing your award or the Assistant General Counsel for
Technology Transfer and Intellectual Property in the Office of General Counsel in DOE
Headauarters. Visit:
www.gc.energy.gov/documents/lntellectual Property (IP) Service Providers for Acaui
sition.pdf for a list of DOE Patent Counsel. Unless exceptional circumstances ~
been determined to exist. parties which qualify as Bayh-Dole entities unqer 35 U.S.C.
201 (h) or (I) are not required to petition for tit~Rather. ttmjr agreement w~
automatically allow them to elect to retalrlJjtle to inventlQ.ntlhey make.

Title of Contract or Proposal:

DOE Contract or Proposal No:

Name and Address of Petitioner:

Petitioner does hereby petition the Secretary of the U.S. Department of Energy for
waiver of patent rights of the United States of America to any invention(s) that may be
made in the performance of work under the above-identified contract. It is understood
that any waiver of rights shall be subject to the Government license, march-in rights and
preference for U.S. Industry set forth in 35 U.S.C. 202, 203 and 204, regardless of
whether the Petitioner is a small business or nonprofit organization.

Patent Rights-Waiver Clause InclucUng U.S. Competitiveness
Petitioner understands that the Patent Rights-Waiver Clause including the U.S.
Competitiveness provision, paragraph (t), will be inserted into the identified contract in
place of the standard Patent Rights-Acquisition by the Government Clause. The Patent
Rights-Waiver Clause can be found at:

www.gc.doe.gov/documents/patwaivclau.pdf

(Please indicate if you accept the terms and conditions of the above-identified patent waiver clause)

_Petitioner agrees to the terms and conditions of the above-identified Patent Rights-
Waiver Clause, including the U.S. Competitiveness provision.

If Petitioner has comments or objections to the U.S. Competitiveness provision,
paragraph (t) of the Patent Rights-Waiver Clause, Petitioner should provide a detailed
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explanation of such comments or objections in an attachment to this Petition.

In support of this petition, answers to the following questions are submitted as an
appendix hereto:

1. Identify the specific rights which the Petitioner desires to obtain (field of use,
geographic area, exclusivity, term, etc.)

2. Give a brief description of the scope of work of the above contract. Specifically,
describe the source of funding and the name of the cognizant DOE program
director.

3. What is the dollar amount and period of performance of this contract?

4. To what extent is the work to be performed under the above identified contract
useful in the production or utilization of special nuclear material or atomic
energy?

5. Briefly describe Petitioner's technical competence in the field of technology
covered by the scope of work of this contract in terms of prior experience, know-
how and patent position. (Attach exhibits to substantiate Petitioner's technical
competence, e.g., patents, technical publications, etc. If these are voluminous a
representative sample is sufficient.)

6. Briefly describe the Petitioner's established non-Governmental commercial
position in the field covered by the scope of work of the above contract. (Discuss
in terms of selling goods or providing services in such field outside of sales to the
U.S. Government. Identify the proportion of sales to the Government. Attach
exhibits to substantiate your commercial position, e.g., sales brochures, etc. If
these are voluminous, a representative sample is sufficient.)

7. What is the financial and technological investment that has been made by
Petitioner directly related to the work to be performed under this contract?

8. To what extent will the Petitioner make a substantial investment of financial
resources or technology which will directly assist and promote further
development of the work to be performed under the contract?

9. Why will the grant of the above-requested waiver more effectively promote the
development and commercial utilization of any invention made under this
contract? Specifically, identify any potential licensees or joint ventures interested
in further development and commercialization of the work to be performed under
the contract. If such commercialization is to be performed by licensee,
summarize the licensee's plans and intentions to effect such commercialization.
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